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Court, the Federal Court of Appeal is a national court based in

Ottawa. It hears appeals in most major cities across Canada.

6. What is the composition of the appeal panel (one or more judges /
are they specialists)? 
The Federal Court of Appeal typically sits in a panel of three judges

for appeals of trial decisions. There are no specialist judges, but like

the Federal Court, there are a number of judges who are very

experienced in patent cases.

Pre-action 
1. Are there pre-action procedures for seizure and/or inspection of
allegedly infringing products? 
There is no pre-action procedure for seizure and/or inspection of

allegedly infringing products. Any type of seizure and/or inspection is

usually done after the proceeding has begun, and is done by way of a

motion for inspection, an injunction, and/or an Anton Piller type

seizure order (where there is a risk that evidence may be destroyed). In

some circumstances these types of motions may be brought ex parte.

2. Are there pre-action procedures for obtaining information
regarding alleged infringers? 
There is no pre-action procedure for obtaining information regarding

alleged infringers; the common practice is to investigate the allegedly

infringing product, and then conduct a search or investigation for

alleged infringers providing the product.

3. Is there any obligation to try to resolve a dispute before bringing
proceedings? 
No, there is no obligation to try and resolve a dispute before bringing

proceedings. However, the Federal Court will encourage, and

occasionally require, litigants to participate in mediation procedures

to resolve a matter after a proceeding has commenced and before trial.

4. Are there provisions to curb groundless threats of patent
infringement proceedings? 
There are two provisions which may be applicable. Section 7(a) of

the Trade-marks Act prohibits anyone from making false and

misleading statements tending to discredit the business, wares or

services of a competitor. This provision may be invoked where

allegations of infringement are made to third parties, such as a

defendant’s customers. 

Section 52 of the Competition Act may also be applicable. It

provides that no person may, for the purpose of promoting, directly

or indirectly knowingly or recklessly make any representation to the

public that is false or misleading in a material respect. To be

applicable, the allegation must be made knowingly false or

misleading, and must be made to the public. 

Court proceedings 
1. How are infringement proceedings started? 
Infringement proceedings are started by way of a pleading called a

Statement of Claim. The Statement of Claim sets out all of the

material facts and allegations which the plaintiff intends to prove at

trial.

2. Who can bring infringement proceedings (what about licensees
and co-owners)? 
A patentee or a licensee (exclusive and non-exclusive) of a patent can

bring infringement proceedings. Where a licensee brings the action,

the patentee must be included as a party to the litigation. 

3. Are declarations of non-infringement available? 
Declarations of non-infringement are available.

5. How is the validity of a patent challenged? 
The validity of a patent may be challenged by commencing an action

by way of Statement of Claim (commonly referred to as an

impeachment action). In an action for infringement, the validity of

a patent may also be challenged in the Statement of Defense or in a

Counterclaim. 

6. Who can challenge the validity of a patent? 
Under s. 60(1) of the Patent Act, an interested person may challenge

the validity of a patent. The term “interested person” is interpreted

broadly and will typically include any person who makes, sells or uses

a product or service similar to the subject matter of the patent or any

person who is in competition with the patent owner. There is no

requirement that the interested person was previously put on notice

regarding the patent or has been threatened with a patent

infringement action under the patent, although either of these

situations would suffice to make the person interested in the validity

of the patent.

Typically, a licensee under a patent cannot bring an impeachment

proceeding.

7. Can other types of proceedings be brought? 
Proceedings may be brought in the Federal Court to amend the

Patent Register to add or remove an inventor as a patentee, change the

registered owner of a patent or to make other orders relating to the

title of a patent.

8. Is it possible to check at court or on a register whether a patent is
being litigated? 
There is no official register; however, a search may be done of the

Federal Court docket by patent number. This information may not

be necessarily accurate, as there is no obligation on the Federal Court

to track the number of the patent(s) at issue. Ordinarily, judgments

regarding patents cite the relevant patent number(s) and are

published on the Federal Court and Federal Court of Appeal

websites.

Interim injunctions 
1. Are interim injunctions available in your country (and if so, how
common are they)? 
Interim injunctions are available in Canada, however, the Federal

Court rarely grants them in patent cases. 

A number of judges have
a wealth of experience with
intellectual property cases, and 
in recent years, several highly
experienced patent lawyers have
been appointed judges of the
Federal Court.”
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The court system 
1. When are disputes heard by the national patent
office? 
The Canadian Patent Office hears appeals from Patent

Examiner decisions to refuse a patent application. These

appeals are heard by a Patent Appeal Board which

advises the Commissioner of Patents. The Commissioner

of Patents issues a formal Commissioner’s Decision with

reasons and may, based on the findings of the Patent

Appeal Board: confirm the refusal of the patent

application; overturn the Examiner’s rejection and order

that the application be further examined; or identify

certain amendments required to bring the application

into condition for allowance. The Commissioner’s

Decision may be further appealed to the Federal Court.

An issued Canadian patent may be re-examined at any

point during its term. The patent is re-examined by a 

Re-examination Board within the patent office constituted

for the purpose. The Re-examination Board may cancel

or confirm existing claims in the patent and may

incorporate additional claims, which may not be broader

than the existing patent claims, into the patent. Decisions

of the Re-examination Board may be appealed to the

Federal Court.

An issued Canadian patent may also be re-issued during

the first four years of its term. Re-issue proceeds before

an Examiner and may result in broader or narrower

claims. The patentee may appeal the Examiner’s decision

to the Patent Appeal Board and to the Federal Court as

described above.

Canada does not have post-grant opposition

proceedings.

2. Where are the trial courts (centralized or regional)? 
Most patent cases are tried in the Federal Court. The

Federal Court is a single court with national jurisdiction.

It has exclusive jurisdiction over matters of the records of

the patent office, including expungement of patents. It

hears cases in most major cities across Canada. There is

one pool of judges which hears cases regardless of where

the trial takes place. 

Patent cases may also be brought in the Superior

Court of any province where an infringement occurs,

although those courts do not have jurisdiction to expunge

a patent, and the effect of any judgment is restricted to

the province in which the action is brought.

3. Are validity and infringement trials heard together? 
Infringement and invalidity trials are usually heard

together, but may be brought separately. Often, invalidity

is raised as a counterclaim to infringement allegations,

and the issues are heard in the same trial.

4. What is the composition of the trial panel (one or
more judges / are they specialists)? 
A single judge hears a patent trial. Although there are no

“specialist” judges, the Federal Court is experienced in

patent matters. A number of judges have a wealth of

experience with intellectual property cases, and in recent

years, several highly experienced patent lawyers have

been appointed judges of the Federal Court.

5. Where is/are the appeal courts? 
There is an automatic right of appeal from the Federal

Court to the Federal Court of Appeal. Like the Federal
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3. Do parties have to provide discovery/disclosure of documents to
the other side? (If so, please explain classes of documents) 
Parties do have to provide discovery/disclosure of documents to the

other side in what is referred to as an “Affidavit of Documents”. All

documents that are relevant to any unadmitted allegation of fact

must be produced. A document is relevant if it 1) tends to support an

opposing party’s case, 2) tends to damage the producing party’s case,

or 3) if the party intends to rely on it. The classes of documents that

are typically required to be produced in a patent case are documents

relating to the making of the invention, commercial success of the

patented invention, marketing documents, prior art and common

general knowledge, and the allegedly infringing article.

If there is no order bifurcating the issue of infringement and

validity from damages, then documents relating to the plaintiff ’s

damages and the defendant’s profits must also be produced. 

4. Are witnesses (fact or expert) deposed? 
There is “examination for discovery” of fact witnesses only. Each

party must put forward one witness as its representative. The witness

must answer all factual questions that are relevant to all issues in the

case. The representative must provide the best information of the

party, and not just their own information. In addition, each assignee

of a right may also be examined for discovery. This permits examination

of the named inventor or inventors on a patent.

There is no pre-trial deposition or examination of expert

witnesses. 

5. Can issues in a case be narrowed by requests for admissions/
stipulations? 
Issues may be narrowed by way of Requests to Admit facts or the

authenticity of documents. Unless the receiving party responds to

the Request to Admit, they are deemed to have admitted the fact or

authenticity of the document.

6. Can facts in a case proven by experiments? 
Experiments may be done to provide support for a party’s position

regarding allegations of infringement or invalidity. Where a party

intends to rely on such experiments at trial, the party must give notice

of the experiments, and invite the other parties to attend and observe

them.

7. Are expert witnesses used? If so, are they appointed by the court
or parties? 
Expert witnesses are often used during trial, and are selected by the

parties. However, the trial judge may require the expert witnesses to

confer and come to a consensus regarding the matters at issue and

their position regarding those matters.

8. Is written expert and fact evidence exchanged before trial? 
Before trial, an expert must give a detailed report or affidavit of their

proposed evidence. The expert’s trial testimony is limited to those

matters which are set out in the report.

There is no requirement to exchange written fact evidence before

trial. Commonly, by agreement, the parties will identify the fact

witnesses they intend to call at trial, and provide a brief outline of

the proposed areas of testimony.

10. How is the confidentiality of information and documents
maintained? 
The common practice is for the parties to jointly seek a protective

order, which allows the parties to designate certain information and

documents as being confidential. This allows the parties to disclose
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2. Can interim injunctions be obtained ex parte (without notice)? 
Interim injunctions may be obtained ex parte, however, the injunction

can last no more than fourteen days, where due to the urgency, no

notice is possible or notice would defeat the purpose of the injunction.

This period of time may be extended, but by no more than an

additional fourteen days. The extension requires notice to the other

party unless it can be shown that that party has been evading service

or there are other circumstances justifying the lack of notice.

3. How does the court decide whether to grant/refuse an interim
injunction? 
To obtain an interim injunction, the party seeking the injunction

must show that there is a serious issue to be tried, that in the absence

of an injunction it will suffer irreparable harm (which cannot be

compensated for by damages), and that the balance of convenience

favors the granting of the injunction.

4. Does a party awarded an interim injunction have to provide a
bond or undertaking? 
The party seeking the injunction generally has to undertake to the

Federal Court to allow the other party to recover damages suffered

as a result of the injunction if the moving party is unsuccessful at

trial. If there is doubt about the ability of a party to satisfy any

undertaking regarding damages, the Federal Court may require the

party to post a bond.

5. After an interim injunction application do the parties have to go
on to a full trial? 
There is no obligation on the parties to continue the proceeding to a

full trial, as the matter may settle. However, if the matter does not

settle, the parties must proceed to trial to determine whether the

injunction was rightly granted and whether a permanent injunction

should be granted.

6. How is an injuncted party compensated if wrongfully
injuncted? 
A wrongfully injuncted party may recover damages suffered as a

result of the injunction. It must prove the harm that is suffered as a

result of the injunction.

Procedural steps to trial 
1. Does the court set a timetable for steps in the case to trial? 
In the Federal Court, patent cases are usually case managed by a judge

or prothonotary who ensures that the proceeding continues along a

timetable that is often agreed to by the parties. 

2. Is it possible to amend a patent during proceedings and, if so,
how? 
It is possible to amend a patent in parallel with litigation proceedings,

using the re-examination and re-issue procedures discussed above.

Clerical errors in a patent may be corrected through a simple

administrative procedure. 

However, re-issue and correction of clerical errors are typically

addressed before a proceeding is initiated. Re-examination may

be initiated by any person, including a party defending a patent

infringement allegation. 

Disclaimer may also be used by a patentee to claim less than the

original patent, where the patentee has made the specification too

broad or has claimed that the patentee invented any material or

substantial part of the invention that they did not invent. Disclaimer

is only available where the patentee has done this by mistake,

inadvertence, or accident, and without any willful intent to defraud

or mislead the public. A disclaimer may be made during a

proceeding.

A patentee may also dedicate part or the entire patent to the public,

which removes the claim(s) from the ambit of the patentee’s

monopoly. 

all their relevant documents/information without fear of disclosure

to competitors and the public. 

The Federal Court will normally only seal from the public record the

most confidential and sensitive information, which may include

information such as sales and profit figures, and proprietary technical

information.

Trial 
1. How long does it typically take to get to trial from the start of
proceedings? 
The average time from the start of a proceeding to trial is between

two and four years, although simpler proceedings may proceed more

quickly. The Federal Court is committed to advancing cases to trial

within approximately two years if possible, and if one of the parties

makes such a request.

2. Is expert and fact evidence given orally? 
Expert evidence in chief is received through the expert report or

affidavit, with some oral explanation. Fact evidence is typically given

orally, although evidence may also be submitted in the form of

affidavits or read in from transcripts of examinations for discovery.

3. Are witnesses cross-examined? 
Witnesses are cross-examined.

4. Is video evidence used in court and, if so, when? 
Video evidence may be used in Federal Court where the witness is

unable to attend to give evidence.

5. How long does a trial last? 
The duration of a trial varies based on the number of issues,

witnesses and amount of evidence to be put before the judge. Patent

trials typically range in duration from about one week to several

months, but most last approximately two to three weeks, depending

on the complexity of the action.

6. Is a trial open to the public? 
A trial is usually open to the public; however, where there is sensitive

confidential information, the public may be excluded from the

Federal Court for that portion of the proceedings. This information

may be comprised of sensitive financial information, or proprietary

technical information.

It is rare for patent appeals
to progress beyond the Federal
Court of Appeal to the Supreme
Court of Canada. Leave to appeal
must be sought from either the
Federal Court of Appeal or, more
commonly, the Supreme Court of
Canada. Historically, the Supreme
Court of Canada only hears a
patent case every few years.”
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If the parties cannot settle costs, an assessment must be requested. The

assessment takes place after the final disposition of the matter, and is

ordinarily stayed pending any appeal of the trial decision. During the

assessment, the parties make submissions as to costs, and the quantum

to be awarded is determined by an Assessment Officer.

Although it can vary widely, a successful party will typically 

recover thirty-fifty percent of its costs (including legal fees and

disbursements) at trial and appeal.

4. What are the typical ranges of costs of trial on a single patent
(validity and infringement)? 
From the pleadings stage of the action through to trial, the total

cost to the party bringing the action would typically range from

approximately $850,000 to $3 million, depending upon the complexity

of the matter. 

5. What are the typical ranges of costs of an appeal (validity and
infringement)? 
The complexity of the issues will affect the costs of an appeal;

however, such costs often fall within the range of approximately

$250,000 to $500,000.

Litigation statistics 
1. Approximately how many cases are started per year? 
Approximately 50 patent litigation cases are started per year.

2. How many cases go to trial per year? 
Since 2009, fewer than ten patent litigation cases have gone to trial

each year.

6 THE PATENT LAWYER CTC Legal Media

Patent knowledge share - Canada

7. Is it possible to obtain copies of documents referred to in open
court? 
It is possible to obtain copies of documents referred to in open court

from the Federal Court Registry office. Such requests should cite the

relevant docket identification number, and the requesting party will

be charged for the copying of the document(s).

8. When does the court issue its decision? 
Depending on the judge and the complexity of the action, judgment

will ordinarily be rendered from within about two weeks to about a

year after the trial.

Remedies available from the court 
1. Is the sum payable by an infringer decided at trial or in a separate
hearing? 
The sum payable by an infringer may be decided in the same proceeding

as the determination of validity and infringement of a patent. More

commonly in patent actions, the parties will agree to a bifurcation order

in which any sum payable is decided in a separate trial after liability is

established. It is common for the parties to come to a settlement

regarding the sum payable if one party has been found to infringe a

patent, thereby reducing litigation expenses for both parties.

2. How is the sum payable by an infringer calculated? 
There are various ways in which the sum payable by an infringer may

be calculated. These include the plaintiff ’s damages, such as its lost

profits or a reasonable royalty, or a disgorgement of the infringer’s

profits.

3. Are all infringers injuncted? If not, what factors are taken into
account? 
Infringers are typically enjoined, although a permanent injunction is

not automatically granted. The Federal court may consider the

conduct of the parties, the availability of an infringing product or

service from parties other than the infringing party, and other factors.

4. What orders are made regarding infringing products (delivery
up / destruction on oath / infringer has to buy back stock)? 
Delivery up and/or destruction of the infringing products may be

ordered by the Federal Court. Such an order often follows the

issuance of a permanent injunction. Alternatively, in some cases the

Federal Court may order that the infringer may sell out some or all

of its remaining stock (within a short period), but turn over all

profits to the plaintiff.

5. Is revocation of a patent stayed pending appeal? 
The revocation of a patent may be stayed pending appeal. A motion

to stay the revocation must be sought from the trial or appeal court.

6. Is it necessary to get the court’s permission to appeal? 
Leave is not required to appeal from the Federal Court to the Federal

Court of Appeal.

Appeal 
1. How much time does an appellant have to file an appeal after
trial judgment? 
An appellant has thirty days from the Federal Court trial judgment

to file a Notice of Appeal. The Notice of Appeal must set out all of the

grounds of appeal.

2. How long does it take from filing an appeal to the appeal hearing? 
It takes approximately five months to complete the pre-appeal

hearing steps, although extensions can be available. The hearing of

the appeal is typically about three to six months later. 

3. Is the appeal a de novo hearing or a review for errors of law? 
The appeal is customarily a review for errors of law. The Federal

Court of Appeal gives significant deference to the trial judge on

questions of fact. Only in exceptional circumstances will an appeal be

a de novo hearing.

4. How long is an appeal hearing? 
The duration of an appeal hearing varies depending on the complexity

of the matter and the issues on which the matter is being appealed

and will typically last for one to three days.

5. How long does it take the appeal court to write its decision? 
The time it takes for the appeal court to write its decision varies

depending on the complexity of the matter. The Federal Court of Appeal

will typically render its judgment two to six months after the hearing.

6. How often do patent appeals progress beyond the appeal court to
the very highest court? 
It is rare for patent appeals to progress beyond the Federal Court of

Appeal to the Supreme Court of Canada. Leave to appeal must be

sought from either the Federal Court of Appeal or, more commonly,

the Supreme Court of Canada. Historically, the Supreme Court of

Canada only hears a patent case every few years.

The cost of litigation 
1. Is the winner in an application to court entitled to recover its
costs? 
Yes, the winner is ordinarily entitled to recover its costs to some

degree. The judge has discretion to award or decline costs, or to set

the appropriate level. 

2. Is the winner at trial entitled to recover its costs? 
Yes, the winner is ordinarily entitled to recover its costs to some

degree. The judge has discretion to award or decline costs, or to set

the appropriate level.

3. When are costs assessed and how? 
If the judge awards costs, the amount of legal fees recoverable is usually

determined by reference to a tariff, plus all reasonable disbursements.
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